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Theses of International Symposium
1. If text versions upon filing or those allowed are the answers, what are the scopes or extents?
different in various countries or even in the B. Can damages be accurately reflected by
same country, which version shall govern? any one of Differential Theory, Total

A. So far as a specific country is concerned, Interests Theory and Total Sales Volume
what kinds of imports initial and final Theory? Is such theory violating the
specification and claim texts in various principle of compensation for damages? Is
countries will confer thereon? it not controlling as to whether or not there

B. Is it necessary and/or desirable and/or is such violation?
possible to harmonize the world patent C. Could it be possible for us to strenuously
examination and/or unify the final claim arrive somehow at an equation which can
text in various countries by, e.g. always be applied for calculation of
Information Disclosure Statement? damages?

C. For a foreign applicant who secures a D. How a reasonable royalty can be
filing date with a specification in a specific determined? Is it possible for us to
original language, is it required to submit develop a simple formula therefor to be
for every amendment an amendment text followed?
in the original language? More 4. After filing, to which extent the specification
specifically: can be revised?

a. Which one of texts in the local A. Could we be enlightened somehow to
language and the original language propose our answers in view of the
shall be based in which opportunity? differences  permitted  between the

b. What is the role the text in the provisional application and the regular one?
original text should play in which B. Are we enlightened somehow in answering
opportunity? the above question in view of the inner

2. Product-by-process claim v. Mixed (or Hybrid) priority system?
claim C. After post-grant publication, can we

A. Is it compulsory that we only use the introduce any subject matter which is
product-by-process claim in the critical originally disclosed in the description into
case? amended claims?

B. Can we optionally use the mixed or hybrid D. Once published, does any subject matter
claim? Is it necessary for us to limit the which has not been put in the claims
use of mixed claim in a dependent claim automatically go into the public domain?
whenever a preceding claim on which the More specifically:
dependent claim depends has been a. What is the answer in the situation of
determined to be patentable? earlier publication, i.e. 18 months

C. What are the essences of product-by- after the filing date?
process claim and mixed claim? b. What is the answer in the situation of

3. Compensation equation for patent rights v. post-grant publication?
Reasonable royalty c. Shall we treat Items a. and b.

A. What are or where come the damages differently?
when a patentee does not manufacture the E. What is the nature to enlarge the claim

relevant product? If we really can find out scope under 35 USC 251 reissue provision



within two years from the grant of the the cancellation, invalidation and/or

original patent? nullification proceedings in your country?
F. Ifrevisable: B. In your practice, are there any problems if

a. When it shall be made? What is the one or more of the above proceedings
rationale on which we base to require originally processed by the Patent Office
the revision shall be made by which were shifted to be handled by the court?
time? C. In your thoughts, are there difficulties the

b. Is it advisable to stipulate that any court will suffer if all of the above
revision shall be made by the time a proceedings are to be processed by the
dispute arises? Patent Office?

c. How should we treat the actions and D. With your experiences and recognitions
investments others have made before after practices, how the Patent Office and
any revision is made or allowed? the court (or IP court) shall share the

5. Issues and/or considerations on which the court authorities on all the above proceedings?
or the Patent Office shall take charge of the How the Patent Office can and/or should
patent cancellation or invalidation or support the relevant performance of the
nullification proceedings: court?

A. Which authority is responsible for any of
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